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A U.S. Patent Primer 
By 

Steve Wigmore, Esq. 
Former U.S. Patent Examiner with over 20 Years of Experience in the Patent Field 

PH:678-775-8788 
E-Mail: swigmore@srtslaw.com 

 
What is a United States patent? 
 
 A patent is an intellectual property right granted by the Government of the United States 
of America to an inventor “to exclude others from making, using, offering for sale, or selling the 
invention throughout the United States or importing the invention into the United States” for a 
limited time in exchange for public disclosure of the invention when the patent is granted.  A 
patent protects the ideas behind a product, chemical, process, machine, etc. 
 
There are three types of U.S. patents: 
 
(1) Utility Patents; 
(2) Design Patents; and 
(3) Plant Patents. 
 
 Utility patents may be granted to anyone who invents or discovers any new and useful 
process, machine, article of manufacture, or composition of matter, or any new and useful 
improvement thereof. Utility patents are the directed to how a person can make, build, and 
operate an invention. 
 
 Meanwhile, a Design patent is granted to anyone who invents a new, original, and 
ornamental design for an article of manufacture.  Design patents only protect the look  or 
“aesthetics” of an article.  This form of patent protection is very similar to copyright protection 
because design patents only show how an object looks.  Design patents only have drawings to 
protect the ideas behind the article of manufacture.  A Design patent never explains how the 
article of manufacture is built or used.  It protects purely and only the “look” (aesthetics) of a 
product. 
 
 Plant patents may be granted to anyone who invents or discovers and asexually 
reproduces any distinct and new variety of plant. 
 
When should I file for U.S. patent protection? 
 
 You need to file a patent application within one year of (1) a first offer of sale of the 
invention or (2) within one year of a first publication of the invention.  Keep in mind that U.S. 
Patent laws have recently changed (in the year 2013). 
 
 While a first inventor is entitled to this one year grace period for filing her patent 
application, if another second inventor independently invents the same invention and files a 
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patent application first before the first inventor, then the second inventor filing the patent 
application first will be awarded the patent rights for filing the patent application first before the 
first inventor.  
 
 Similarly, if that second inventor independently invents the same invention and publishes 
the invention before the first inventor files a patent application, then this publication of the 
invention by the second inventor prevents the first inventor from receiving patent protection on a 
patent application covering the same invention which is filed after this publication. 
 
 Also keep in mind that all of the above is only for U.S. patent rights. If you are interested 
in foreign patent protection, like Europe or Japan, then these countries have “absolute” novelty 
laws which require filing for patent protection before any publication or sale.  There are no grace 
periods in most countries outside the United States.   
 
 And this means, if you publish (which includes sharing with others) your invention or sell 
your invention first before filing for patent protection, then it is likely that you have already lost 
your patent rights in many countries outside of the United States, like Europe and Japan. 
  
 To avoid “publication” from sharing your invention with others, you can disclose your 
invention under a non-disclosure agreement (NDA).  An NDA is a legal agreement between the 
inventor and the recipient of the invention or information about the invention in which the 
recipient agrees to not share the invention or information with any other person or legal entity.  
Such an NDA negates (eliminates) “publication” by sharing of information with others under 
U.S. Patent law and patent laws of most foreign countries. 
 
 The following are guidelines for pursuing a utility patent.  Design patents are a little 
different as mentioned above and usually only involve illustrations/visuals of a product. 
 
 
I. First (Optional) Step in the Patenting Process (for all 3 types - Design, Utility, or Plant):  
Prior Art Search ($1500) 
 
 Why do I list this prior art search step as optional?  Well, it’s because you don’t have to 
do a prior art search (also referred to as a “patent search”) in order to seek patent protection on 
an idea.   
 
 What is prior art?  Prior art is the legal term for patents, published applications, and 
scientific publications which have been out in the public domain prior to/before one’s invention 
or idea was created. 
 
 A prior art search (patent search) is what the U.S. Patent Office completes for every 
patent application it receives.  With a prior art search, the U.S. Patent Office is trying to find the 
patents, published applications, and scientific publications which were available before your 
invention or idea was filed (the date on which your case is filed, known as your “application 
filing date”).  The prior art is the baseline from which the U.S. Patent Office determines whether 
your invention/idea disclosed in your patent application is patentable. 
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 To be “patentable” means that your idea is new and it is not obvious to one of ordinary 
skill in the art when one of ordinary skill in the art compares the available prior art against your 
idea/invention. 
 
 So even though the U.S. Patent and Trademark Office (USPTO) conducts a prior art 
search for your patent application after you file it, it is wise to conduct a prior art search before 
you file a patent application.  It is wise to conduct the search because if a patent or publication 
exists which is identical to your idea (such as the second inventor filing a patent application or 
publishing his or her invention as I described in the scenario above about the first and second 
inventors), then the USPTO could not award you a patent grant if they find this prior art which 
discloses your idea after you have filed your patent case. 
 
 What do prior art (patent searches) cost?  You will find prices among service providers 
(law firms, patent search firms, invention companies, etc.) can vary from between about $300 to 
about $3000 per invention searched. I am a firm believer of, “you get what you pay for.” 
 
 After being in the “business” (patent law) for twenty years, I think a reasonable cost for a 
patent search is about $1500.  The prior art search should be conducted by a person with a 
technical degree which is relevant to your invention/idea.  For example, a chemist patent 
searcher should not be given a search for a computer based invention and vice-versa. 
 
 A prior art search (patent search) should include at least the following:  the identification 
of at least five to ten issued patents or published patent applications; pdf copies of these 
references; one or two website pages of the most current (state of the art) technology; and an oral 
analysis by a patent professional (patent lawyer or patent agent) of these documents.  The oral 
analysis by the patent professional should give you a likelihood/chance of success where success 
is the possibility of receiving a U.S. patent on your idea. 
 
 How is a prior art search conducted?  Usually, it’s performed by using key words 
describing an invention and Boolean logic in computer databases such as the USPTO’s website 
found at www.uspto.gov.  Relevant patents can be identified with the key words. 
 
II. Second (Optional) Step in the Utility Patenting Process:  Prepare a Provisional Patent 
Application ($1500-$3000) 
 
 If the results of your prior art search form Step I above look favorable - meaning that 
your invention looks new and does not appear obvious to one of ordinary skill in the art when he 
or she compares the prior art to your invention, then you can pursue a provisional patent 
application for only utility type patent applications. (Provisional patent applications are not 
available for design patents.) 
 
 Provisional patent applications are temporary documents.  Provisional cases only buy you 
time:  that amount of time is exactly one year.  Provisional patent applications are usually never 
reviewed (examined) by the USPTO. 
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 Given their short life and limited use, why prepare a provisional patent application?  The 
reason is that provisional patent applications can be very “loose” in their formatting.  They do 
not have to follow specific rules like non-provisional patent applications.  This means that an 
inventor, who has more time than money, can prepare his or her own patent application under the 
guidance of a patent professional. 
 
 If an inventor prepares or drafts/prepares most of the information found in a provisional 
patent application, then this reduces the amount of time the patent professional (a patent lawyer 
or a patent agent) must spend on the patent case.  Patent professionals earn their money based on 
the time they spend on a patent case.  So the less time they spend on a case, the more money that 
an inventor will save on the provisional patent application. 
 
 The key or main requirement of a provisional patent application is that it tells a story.  
And that story is how to make, build, and use the invention.  Think of a provisional patent 
application to be like a user manual for a new product.  In addition to telling you how to use a 
new product, a provisional patent application also tells you how the new product is made and 
what materials form the new product. 
 
 The test for a provisional patent application is whether one of ordinary skill in the art can 
build and use the invention after reading the provisional patent application.  If one of ordinary 
skill in the art cannot build and/or use the invention after reading the provisional patent 
application, then more detail must be added to the case so that the person of ordinary skill in the 
art can build and use the invention properly as intended by the inventor. 
 
 The provisional application should include drawings as well as text to explain the 
invention.  Existing patents that you find from your prior art (patent search) can be used as 
models to follow when you prepare a provisional patent application.  For mechanical cases, the 
old axiom that a picture is worth a 1000 words holds true:  if you can make, build, and use a 
mechanical invention based on pictures and/or illustrations alone in a provisional case, then a 
thorough written description in text is not needed. 
 
 Because an inventor can write a provisional case, a patent professional can review the 
case to determine if it would allow one of ordinary skill in the art to build and use the invention 
properly as intended by the inventor.  Based on my twenty years of experience in the patent field, 
I usually spend between five and ten hours helping my inventors complete their provisional 
patent applications.  My billing rate is $300 per hour so this translates into a range of between 
$1500 and $3000 for my time to help an inventor author a provisional patent application. 
 
III. Third Step (if you chose Optional Steps One and Two above -- Or this is the first step if 
you skipped Optional Steps One and Two listed above): Prepare a Non-Provisional Patent 
Application ($7000-$9000) (Utility & Plant Patents Only) 
 
 If you file a provisional patent application, then you have exactly one year in which to 
prepare and file a non-provisional patent application.  A non-provisional patent application is 
what every U.S. patent looks like:  it has a specific format and the document follows very precise 
rules that govern the text and drawings of the case. 



-5- 
 

 
 The non-provisional patent application does the same thing as a provisional patent 
application:  both types of patent applications must tell a story that would allow one of ordinary 
skill in the art to build and use the invention properly as intended by the inventor.  However, the 
non-provisional patent application usually must be authored by a patent professional who 
understands the rules which govern these type of cases.  A patent professional can be either a 
patent agent or a patent lawyer.  (A patent agent is a person with a science degree and who has 
passed the patent bar exam.  A patent lawyer has the same credentials as a patent agent, however, 
a patent lawyer has also attended law school and had passed a state bar exam in addition to the 
patent bar exam.) 
 
 Authoring non-provisional patents applications properly takes time for a patent 
professional.  Usually, it takes me, a patent professional with twenty years of experience in the 
patent field, between about 24 hours to 30 hours to write a good non-provisional patent 
application for my clients.  This time varies because it depends on the complexity of the 
technology and/or the illustrations needed to explain a particular invention. 
 
 Given my hourly rate listed above (which is currently $300 per hour), this translates into 
legal costs of between about $7000 and $9000 per non-provisional patent application.  This 
higher cost for preparing a non-provisional patent application is why I preach to small companies 
and entrepreneurs to prepare a provisional patent application first:  usually small companies and 
entrepreneurs can afford about $3000 in legal fees out of pocket within that first year of the 
creation of an invention. 
 
 I advise/counsel my clients that if your invention does not make you money in the 
ballpark of the $7K - $9K range within your first year of selling the invention after the 
provisional patent application is filed, then I tell my clients to not bother with preparing a non-
provisional patent application and pursing patent protection since the invention does not appear 
to have a market in which the inventor will make money.  After all, that is one of the main 
reasons to pursue patent protection:  to make money on your ideas. 
 
 Once you file your patent application, whether it is a provisional or a non-provisional 
case, you may state to the public that you have a “patent pending.”  As long as a patent 
application stays “alive,” you may advertise to the public that you have “patent pending” on your 
invention. 
 
Will the USPTO publish your non-provisional patent application before it is patented? 
 
 The answer is “Yes” -- the USPTO will publish your pending non-provisonal patent 
application before its patented (normally in 18 months from your filing date) if you do not file a 
request for non-publication.  The USPTO never publishes provisional patent applications. 
 
 A request for non-publication -- meaning you request the USPTO to NOT publish your 
pending non-provisional patent application -- can only be made if you only file for patent 
protection in the United States.  If you file for patent protection in any country outside the United 
States (in which most countries outside the U.S. do publish, like Europe and Japan), then the 
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USPTO will require that your U.S. case be published even if you requested non-publication 
status prior to filing in a foreign country. 
 
 How long does it take to secure a U.S. Patent based on a non-provisional patent 
application? 
 
 The USPTO reviews patent applications according to their invention classification 
system.  They review patent applications based on where your invention is classified.  So 
pendency, which is the length of the process of securing a patent, takes much longer when the 
volume of patent applications in a particular class of invention is high.  Pendency is generally 
lower when there is a lower volume of patent applications filed in a particular class. 
 
 A general time frame is usually between three (3) to five (5) years before you can secure 
a U.S. Patent.  As an example, a person who files a patent application on an iron for clothing 
could probably secure patent protection in 1-2 years since clothing irons may not be currently 
popular compared to computers. Meanwhile, if a person files for patent protection for software 
running on a computer, then one could expect that pendency could be between anywhere from 
three to five years.  I have personally prosecuted patents classified as software that have taken 
between five and six years to secure a U.S. patent. 
 
 Do you have any legal rights to sue a competitor if they copy your “patent pending” 
invention before you secure a U.S. patent? 
 
 The short answer is “No” - you do not have any legal rights to sue a competitor even 
though you have filed a patent application to protect the legal rights to your invention.  Your 
patent rights are “pending” while your patent application is just a patent application.  You only 
have a right to sue --to take someone to court-- once the USPTO grants or “allows” your patent 
application to become a U.S. patent.  You can only collect legal damages starting from the time 
your patent issues and depending if your competitor had notice of your patent. 
 
 Since you do not have any legal rights while your patent application is pending, this is 
why you should try to keep your invention “secret” to the best extent possible and request non-
publication status of your patent application if you only plan to protect your invention within the 
United States.  As noted above, if you file for patent protection outside the United States, then 
the USPTO must publish your pending patent application and your non-provisional application 
will become public. 
 
Is there a requirement that an inventor must build a prototype of the invention in order to 
secure patent protection? 
 
 There is no current U.S. patent law which requires an inventor to build a prototype on an 
invention before she files her patent application or during the life of the patent application.  At 
one time, about a hundred years ago, such a law existed in the U.S.  But that law has long been 
abolished.  This means that patent applications may be “prophetic:” they can protect inventions 
that have not been actually built (“reduced to practice”).  However, the patent application must 
provide sufficient detail to enable one of ordinary skill in the art to make, build, and use the 
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invention as described in the patent application. If one of ordinary skill in the art relevant to the 
invention cannot build and use the invention based on the text and drawings provided in the 
patent application, then the invention has not been adequately been “enabled” and therefore, it 
will not be afforded patent protection under U.S. Patent law if the invention cannot be built 
(“reduced to practice”) based on the written disclosure provided in the patent application. 
 
 
Summary of your potential legal costs for the three Steps listed above: 
 
 I. Prior Art Search (Patent Search): $1500 
 II. Provisional Patent Application Review (Supervision): $1500 - $3000 (buys 1 year) 
 III. Non-Provisional Patent Application Preparation: $7000 - $9000 (1 year later) 
 
U.S. Government Costs: 
 Provisional Patent Applications:  Government Filing Fee of approx. $150 
 Non-Provisional Patent Applications: Government Filing Fee of approx. $800  
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YOUR PATENT EXPERT’S SWEET 16 PATENT PROCESSTM  
WHICH CAN HELP YOU GET MONEY FOR YOUR IDEA$! 

  



Steve Wigmore
Text Box
SAMPLE U.S. UTILITY PATENT APPLICATION 
("PROTECTS IDEAS")
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Text Box
SAMPLE U.S. DESIGN PATENT ("PROTECTS LOOKS ONLY")
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